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SECONdt PETITION 'fl^pjfrRtjtE^8^lFOR 
M) Second Rehearing with Suggestion for Expanded Panel: 
and (2) Oral Argument ' 1 '•/; 

To the Honorable Chief Administrative. Judge Fleming:- - ;; 

This is a disfavored petitibn/fcF a^ccorid rbH A second rehearing is 
needed to complete the de riovo examination that the Panel has undertaken on 
appeal, necessitated by the 1 weakness of iithefxEirhirier^s Arguments during 
prosecution and appeal, which the Panel could not. ahd did not adopt. 
Alternatively, it is needed to properly Vemand the case wder Rule 41 .50(b)(1) for 
consideration of new evidenc4'slipmitte^ W request. 
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The decision On Re|ques^^ grounds for 

rejection of Rule 131 declarations /that "the Ex:aminer,riey.er;iargued and that did 
not appear in the original Dedsten^n* Appeal. In response to the new grounds in 

the Decision on Appeal, Appellants first jehearing request included copios of 

■:^x .(r-jyc;'.:';."'?-! f'-'ji;*. . J - c 

references that were not previously of .record, and suggested remand as an 
alternative to considering the referehces:.The!Pang| found itself without 
jurisdiction to consider the new evidence, but overlooked its authority and 
responsibility under Rule 4^50(^(1.^ evidence to the 

Examiner to consider. . .. '- . . ; , 

We recognize that even jf we arecorrect thai the new, grounds in the 
decision On Requestlor/fteconsideratipn .War ( rapt:a- see^rjd- Rearing,, this Panel 
did not invite a second retearipg^ 41 52(a)(1). 

However, we cannot find; a^y:de,Qjsi,o[n by>any panel-that ihasjeyerjpllpwed that 
portion of Rule 41. 5& Jheref pre, &wajver of rules un^Rule;183 r is needed for 
asecond rehearing to proceed. riivV;^:-' -> -v '^.^sta: re/it:.-..--.-:, .... 

The suggestion for anexpahdedpanelis tp offer ,the;Egard,a chance to 

>: ! '">. j-V T '.*i sl^-' cl'i;^ dis- 
consider how panels should prpeeed^whenjthe^examine^ top weak to 

k«v-V '- r -' .?> ' / . - T Ji , •>*,•!• j.-?; 

affirm on any basis argued by the ; examiner : v^^ 

y ■" .'v.-iv h f v ^»>**«vv. 

be invited? Should new grounds be identified and supplemental briefing 
encouraged, before oral a^^plenJ^SJ^!Ulc| l tn^* p^nel^b^-^/niQpuipgQd to follow 
Rule 41.50 and acknpwledge^eirir^ 
appellant's options for:prqcee^ 

regarding the expanded opiipns^p^se/of new grpu^ appeal? Most 

of these practices have been.fGllowedjn-onG pasG prthg;pth^ them 



were followed here. _, w ; .;-;c.^-o.,- S |v"j.-^:, 



Five specific grounds<,f o;^ ithe^attached Appeal 

Second Request for Rehearing. Be^ 

•;^,V:': ?i' ""''II'.:.'. ' f V, / . ! ?-<•.';(!'. 

grounds relate to the .corrpbpr.^ 

requirement for remand when,nevy eyid^rice/.r^s'pjb^Si > t®.Re ; W:grpunds on appeal, 

• ? ! '■ • ' i,. v >..-. '.. ■ 

to addressing the levef of ^ ^h_ethe|, a ^3-word 
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passage of a two page article fails.Hobnablethe'teqnhplbgy disclosed in a 129- 
page application? See, Ex parte Jucfc ■ ' A 'i\ : 

Contemporaneously with this petition, Applicants arc submitting an RCE 
and asking the Examiner to consider.the hew evidence, as suggested by tho 
Panel. Appellants request that this petition be granted so that the new evidence 
will be considered on remand pursuant to Rule ;41 .50(b)(1), without an RCE. The 
RCE includes over 200 pages- of hew evidence.^ some of which was presented 
with the first rehearing request.The RpE is necessarily filed in parallel with this 
petition, because petitions dp not suspend other 5 deadlines. A review of the RCE 
would provide a convincing view of the merits;of Appellants' position. 

In addition to requesting the sie'cqnd rehearing,' appellants request oral 
argument. Oral argument was not, originally requested | because the Examiner's 
position was not sustainable/and. A^p^eJla.hts;(|id;not^pre?ee the extent to which 
the declarations would be examiped^tnp^: Qfal^argurnent in support of the 
first rehearing was turned down because 
Appellants did not explain why- they had(not originally ( spught oral argument. 

Oral argument would be. mps\helpfuH rehearing 
is allowed, because the pane,! has raised ^qM^tib^jE^Qut ^..evidence and 
record on appeal in each of its-decisions that could have^been answered during 
oral argument, obviating the ^ed.td^f^earifig^. Ihp , ongoing . de novo 
examination can benefit substantiallfcfrpm interactipnjb^een counsel and the 
Panel. Because this application has;been|on file for nineyears, oral argument will 
be useful to take the panel, back;.to^ immediately after the 

first standard for XML was:.p^ teaching thoso 

of ordinary skill in the art thejr^nevv .interface ;specifjcatiqn; The risk of hindsight is 
acute in this case, where the^pplieatip^ ago when something 

now familiar was at the Iea^inj.'qr^e4pi e^]g^9l;,fg%^;?ng'neering. 

Therefore, Appellants^espeetiull^ of the 

rules, pursuant to Rule ISS^taaHp^^ oral argument on 

rehearing. This request is based^ described 
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above, with the benefit of understanding "th^SoiE^'s new grounds for decision, 
which are much different than anything the Examiner argued. 



Wherefore, it is requested that the rules ; be waived and the attached 

or 



an expanded panel; and that oral.argu^ent be permitted; if -any relief other than 



remand for consideration of new-evidence is consideredi" 

■■• T 'U" J:hh' '.' 

Fee Authorization. The Cp'raWiission^r .is 'h : eYeby.authorized to charge 

the petition fee required under 37 r £F R-' §1 .17(f) of $400 to Deposit Account No. 

50-0869 (Atty Docket No. QiN^Qn^), ,V> -.^Y? , ^ r -o.-;, ... 

V:' ! :> u. : t ^ ; ; 

Conditional Fee Authorization. If this Petition is granted, the 
Commissioner is hereby ; authorked,tp chargeith^-fee required for a request for 
oral hearing of $1 ,000 to Deposit Account Np>.5!fl/p8(g9i-A^ppcket No. OIN 
1004-1). : : v^fc;/ ^:-^;,;;;d ^'..^ . 

Respectfully submitted, 



Dated: July 23, 2007 ; ; V, ■ , YTr^J? 



jlf fgij^nest j, ^^ej^/jj.-'^ _ 
• ^Registration No.43i489'' " ' 
. r -u ;v Attorney for Patent Owner 



}/■■•;!■ 'tel. ;»vA'fWvj' ,~..:*'.i!r.., , 

HAYNES BEFFEL & WOLFELD LLP ^ ; a J ; ' 

P.O. Box 366 . .;: .hT^V^^iW^'''- 

Half Moon Bay, CA 9401 9 . n . . .. 

Telephone: 650.71 2.0340; - -~ . U 

Facsimile: 650.712.02631 r-i, -.-.i- ^V.*o:i> i i> ^.i^u: 



ft/ 
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lo the U.S. Patent & Trademark Office, Board of Patent Appeals and 
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APPEAL REQUEST FOR SECOND REHEARING 

"... ...r± ■ AND ■ f t- •::UM\ iH *C. . 

SUGGESTION FOR EXPANDED PANEL 

'. ' '( ' ' 

If- . . '. i /::-ii.^^.i-}.¥V'V^ - 1 > ^ '» '< - - ■ 

This Appeal Request fdr Seco^ filed in response 

to the unfavorable decision of August 3^' 2006, and -denial of relief sought on rehearing 

dated May 21, 2007. Rehearing' is necessary bebause this, appellate Panel entered 

new grounds after to the first rehoanhg' (Rules 41.50(b) >: 4^2) In the course of 

examining the application de novo, necessitatedlby the weakness of the Examiner's 

{oooii25o.Doc} Pjagei., ; y ..,. , 
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position. In the original and the first rehearing decision, the new grounds assorted by 
the Panel have been mistaken and Applicants ecilld not anticipate the mistakes, 
because they do not repeat any arguments made by the' Examiner. 

As the Panel did not acknowledge that it was entering new grounds in either of 
its decisions and neither this Panel nor any decision that we have boon able to find 
invited a second rehearing request, thi&request is accompanied by a petition to waivo 
the part of Rule 41 .52 that requires ah invitation to. file a second request. 

We suggest that an expanded Panel address the procedure for handling cases 
when the weakness of the Examiner's position prompts the. Board to rely on grounds 
not raised by the Examiner. { ! , .. 

Five particular questions fori review.are presented ibplpw, which is a longer list of 
issues than in the first rehearing; request, -due tojiew grounds : in the decision On 
Request for Rehearing and to; the- recent ■reJey^nfcdedisipns^KSfl International Co. v. 
Teleflex, Inc., 550 U.S., 127 Si Ct. 1727^167 L. Ed: 2d 705.; 82 U.S.P.Q.2D (Apr. 30, 
2007) and Ex parte Jud, Appeal ,No. 2006.- 1061;, 2007 fat,^pp, LEXIS 9, (BPAl Jan. 
30, 2007) (expanded panel, infonriatfonal itipmonfc.t >, >.. t ; 

As there has not been any; oral hearing oftjlis matter, this request is also 
accompanied by a petition for oral hearing.so that further misapprehensions of the 
record on appeal and of the art of raqord <M. be^aypide^^Tliis case is particularly 

■ • .; J" 3 

prone to misapprehensions because the Examiner erred badly, the Examiner's brief is 
difficult to follow, the appeal has strayed faf r ,frqm arguments; that the Examiner made 
and the application is so old that:. the,, technology"; daimadis. $ow familiar. 

Should it be determined that anvrfees are^qup^itli- regard to the filing of this 
document, the Commissioner's hereby authorised tocharge those fees to Deposit 

Account No. 50-0869 (OIN 1 0.04*1 ). &B0.V,- C L \'^X V. . s ■<! ' 

. . *** .-..'> \- - i . • ". % •' i- 

. .V* . lt i-* '::s.V. i ;.M iy_ ; 
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I. ARGUMENT 



.1 



A. De Novo Examination S'houlcj I rielude an Invitation f fprn the Panel 

to Address New Issues in Writing 'on^y pjal^rgumorit 2 

B. The Panel Misapprehended the,Lim)ted;C,orroboration.Rcquircd by 
Rule 131 when it Scrutinized Exhibit A Instead; of , Beginning with the 
Declarations .0. : - * 



41.50(b)(1) if it Considered Materia! ,in the Rehearing Request to be 
New Evidence 'J;:;..^.:^:.,;!:,:;;.....^ 5 
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E. The 33 Words of McKehdrick's Popular Press; Artie have been 
Misunderstood...;.;;.:::;.^ 7 

III. CONCLUSION ^ : - Ll- i :7 a I ,UVr ^: :-i . - 8 



; '.■:■>'. S f fc ' ??. ■ V'/ •:•* 
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■■•:..}!■ .\A /-u... . ■:- , 

5. PARTICULAR STATEME^0F-.GBGUNDS.FOB.BEHEARlhiG 
Rehearing, with oral argument, should be granted on the following issues: 
1. How should the Board proceed -When it finds de fiBvd examination necessary, 
because the Examiner's rejection cannot' I be sustained on iahy grounds argued by the 
Examiner? !> > ; > 

2 Whether the Board misunderstood the applicable legal principle when it 
focused almost exclusively on an exhibit, instead of focusing on the declarations and 
sufficiency of their corroboration, when those declarations plainly and in detail describe 
that a registry within the claim language was reduced to practice and performed as 
intended? 

3. Whether the Board oveijob)ted. : re^and:yndef Riile'41 .S0(b)(1 ) when it 
treated publications related to the und^standing of those of ordinary skill in the art as 
new evidence, but did not remand fo.r,f i£rthei examination^ v 

4. Whether the Board bveridqk§d disgussinglthe/jeyel of ordinary skill in the art, 
as required by KSR and as infbrmed ! #y r Ex Rarie JucH Whether applying the correct 
analysis of the level of ordinary skill, just'33 . ; yvords^ in a popular press article disclosed 
too little to enable the technology described in a 1 29-page clisclosure? And, whether 
overlooking the level of ordinary, .skill!, demand a high 
level of specificity from Applicants'. Rule 131 ! witnesses; but no specificity at all in 
McKendrick's 33 words? '■' '" ' 

5. Whether the Board's cdyic^jJsiQn"i§>atJl^;' : ^f^^o^ taught a particular typo of 
data structure specifying an interface including input and output documents 

misunderstands McKendrick's 33-words?.. ;c , ,'; .v - v v; - 

.».'. .. •.• >•..••; . :\- . 

; 1l] ARGUMENt 
We recognize that a second rehearing request is strongly discouraged. To 
minimize the burden on the Panel/ we?db not ; repeat what appeared in the first 

- v . ■ .1 •?• M. 5. 

-• "And, because most of these! business. applications involve manipulation and transfer 
of data-such as purchase orders, invoices, customer information and appointments 
XML will allow a rich array of business app0patiQri^ib>1m^femented.'' McKendrick, 

{00011250.DOC } : Rajjcj'.l ;i ; 
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rehearing request, filed on October- 30; 2006, We assume thai the reader will make 

reference to the earlier document, as necessary.; \ " : v . . 

In complete candor, the contemporaneously submitted Request for Continued 

Examination is accompanied by more than 200 pages of evidence, which the Panel 

may wait to peruse when dealing whether ; to -remand under Rule 41 .50 (b)(1). 

A. De Novo Examination Should include an Invitation from the 
Panel to Address New Issues inWriting or by Oral Argument 

We pointed out in our first rehearing request that the grounds for affirming the 

Examiner did not repeat any argument made by th& Examiner; therefore we invoked 

Rule 41 .50(b) based on the new grounds? Particularly regarding trie ; declarations, the 

Examiner's primary position was that she had been'instructed|hot to consider the 

declarations and not to give them any weight De'novo examination on appeal was the 



alternative to remand in these circumstances and hold the potential to expedite 
disposition of this case, if adequate opportunity were given for interaction regarding 



potential new grounds for rejection. De novo examination continued in the decision On 
Request for Rehearing (May 21 , 20C37)i ; which features new criticisms and new analysis 
of the exhibit accompanying our R^ with our basis for 

requesting rehearing. ; s : vt r \ ; :!* i : /•.: r, ' 

We suggest that the honorable Bparc^set aVpoJicy of informing counsel in 
advance of new grounds thatmay^^ 

briefing (§ 41.50(d)) and oral. argument: .S^eliag.', Ex'psuipxHus., . App. No. 2005-0841 

. .. .. .•■i.,.;.v 'xti . \h .v.... 

(Feb. 22, 2006) (expanded Panel, applicant offered. additional .oral argument). It is well 

. . .:...V. r^itc ' /.' 

accepted that interviews, are prpductjyM.o.rijoining .and; settling dss.ues between 

applicants and examiners. Someprocess with the same benefits, as an interview should 

be followed when the Panel.cahnot endorse/any arguments: made by the examiner - 

finding the allowable subject mattej\'in ( ara;applicatjop':sh.ou|d i)Q.a,c.o.opcrative process. 

We also suggest consistent uso of tbe)pp t tions jo.rf ur^he'r Proceedings" section 

that has appeared in some recent opinions. . Id. j. . t . :, 

B. The Panel Misapprehended 

by Rule 131 when it Scrutinized Exhibit A Instead of Beginning 
with the Declarations 55 • f ^ ; ^'^ fe ^ ^M^z^m^m^.. . 

The Panel very carefully' djs^uss^^"^*'^'^!^'^' $6: listed in Exhibit A in 
the decision On Request for Reri^arin^-tt'pp; 2'-5/As thb¥ahel's analysis of Exhibit A 

... . v-^<? ■■■ ■ ■ v:n-:;/viv'.;5'- ■,'•{ . ^ . 
{oooii25o.DOC] ..Page 2, . , 'r 
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does not repeat any argument that the Ex£^\h^fmaHKc>f£f\y grounds from the original 
Decision on Appeal and does'nptjfespolj^ for 
reconsideration, Rule 41 .50(b) should app^ not be considered 

final for purposes of judicial retieti/Sie, : e.g., Ex Parte liebcrmann, App. No. 2007- 
0012, § IV.(C)(6) (Bd. Pat. App. & \ri^^M^7\ ^&)^) fb>w grounds acknowledged by 
Panel). Focusing so sharply on Exh^l^A* misapprehen^siftib law, as Rule 131 allows 
Applicants to swear behind a reference- wjtKputiexhibjts; ;,j :: . 

The PTO instructs examifes/in-MPE (Rev. 2, May 

2004), that corroborative documents need hot be presehted,' f at all. "[I]n interference 
practice, conception, reasonable;diiigenGe,jand,reduGtipn. to practice require 
corroboration, whereas averments i^ade^h; a ^^R lil^ aftidavltpr declaration 
do not require corroboration; an applicant may stand. on his or her own affidavit 
or declaration if he or she siSe^.;..^a^*^M^i02life:B;.Q. 130 (Bd. App. 
1953)." This is consistent-wittaRule 13d (bji^hibh accepts'an explanation for the 
absence of suppomng documents ,rand^ stand on their 

own without corroboration..;; .:>i' l.„'i!t^v.4 . ty; .vV it&tfh !.^, . .:. 

The cases thaUh&ParifeJteite^ F.2d 59, 62 n. 6, 199 

U.S.P.Q. 782 (CCPA 1 978);(?ej^ressfno:v1e^&Rufe $8i)p>tn-m-Stempel, 44 CCPA 
820, 241 F.2d 755, 113 USPQi77:(G0PA>1i957^ genus claim) and In re 

Tanczyn, 52 CCPA 1630, 347;f :2d'?830,o1:4^ 

composition claim) do not reqiiure'ariy^d^ the cases 

cannot require more than<Rule.;131 ;«^$^ 

upon appropriate explanation;;. \\ltr i ^><'^,i. .iDSkSvi:. 

In this case, the declaration 
weeks before this patent ;applipatjpn A wasi : fil^d, because ^September 1 998 reference 
date is not much earlier, than the October T8i 1 9 r 98 f iling^date, or,, show diligence for a 
few weeks preceding fillrag.^fj^£9^|ige.0>l|^ti.9n3i6SV [\2d 59, C2 i. . 

. . ■ .7U' J (;iktp^^^,h^l^.U':^j ! fr:?< i ..,v W\i;;. ttr.-:j £■>..■•■, : 

■ ^j^Aaf^'^ .... 

{oooii25o.DOC} - i^uiCCU. 4^. Page;?; i«;>. i.'J 
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The declarations were clearly wbrded^arid.direetly-lMhS^point 2 , but were not 
considered by the Panel on rehearing has ^primary basis fc-f removing the reference. 



We explained how Commerce! Qn& , S/ba'i?kftipt^imits , 'a*c\;&s"'t9 better corroboration, 
following purchase of these applicatfons in La bankruptey sale. The inventors 
unequivocally declared that a^gistry.vfes .implemented .and employed in a method and 
form sufficient to demonstrate^hatthW-'me^hod wbrketf foVrts intended purpose. 
Nonetheless, the Panel, at p. ,3t$phcliided.that4io .evidence; had been provided that 
planned activities actually occurred.^Thrbugh pagei'3; where the Panel announced its 
decision, the declarations had: been entirely, pverlooked,r.inpt even mentioned. 
Moreover, the Panel continues to overlook the passage of Exhibit A which declaration 
II 4 quotes. ;r 6*/ ,. wtf. u.lfyM 

The correct legal analysisrbegirisrwft not the exhibit. 

We explained in our first request^pp/^no^ the declarations 

is detailed and sufficient. It is rjiot Mjj$jj^*E 'th^P^ne^o^y, at pp. 4-5, "Applicants' 
Declaration fails to make up fqrthedefl$eB9je$pfc on rehearing 

has overlooked the legal rule thatthe^eda>a1ibns^ can be sufficient to 

i p.-??,. i.e.- 'i'^j. ; ' f • ' 



- We discussed the level of detail in and,meaning of the.declaration testimony in our 
first request for reconsideratiorvand do hot fepeatihat here"! For reference, the 
testimony was: » V* ■> ->»v#s v.'. i'tj, 

"3. Prior to March 11 , 1998, vite:haAimple^e^Ui^i:r^istry:for trading partners. The 
registry was used in a method, alsolmpjiw 1 1, 1998, in a form 

sufficient to demonstrate that the method woW/'^or^ipr^'intended purpose, for 

establishing transactions amongmdin'^^rtnefS4m v anetwM, comprising: maintaining 
a registry of machine-readable specjfic0ons^ services offered by 

trading partners, the machin^re^aSaii^'s^ie^^Mns including at least one of 
definitions of, and references to definitions^, setvices^ffered and at least one of 
definitions of, and references to def^jtipns^f^peumeptf, to be exchanged with 
such services by trading partners; airii<^'iprby/ic//n^ , /h.resj»dnse to a request, one or 
more of the machine-readable '^^pdclUe^ons'^^^i^i^sliry to via a 
communication network to a requesting npde\ , yi ' , ,;. ^ . ( 

"4. Attached hereto as Exhibit A is an excerpt of; a memorandum, which I am informed, 
or know from personal knowledge, was i written by co-inventor Glushko, prior to March 
1 1 , 1998. Exhibit A includes the statement, 'In particular, the eCo server has now 
subsumed the registry and cpu^ry services that had^been envisioned as part of the 
Taxonomy of Everything in bur pr^ that the 

registry and supporting services had been implemented at the time the 
memorandum was written." : ' \> .1, : *• . v h ! ",' 

{000H250.DOC) i i Page 4' ^^ vtf^^^ H* 
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remove McKendrick as a reference and tho fact that tho declarations describe more 
than the McKendrick reference does. 

C» The Board Should have Remanded to the fcxartimer Pursuant to Rule 

41.50(b)(1) if it Considered Material 'in -the First Rehearing Request 

to be New Evidence i---', i ^i't. h . ' V -Y 

In the first rehearing request,^: dispusse^^ 2-11 and 14-15) how 

one of skill in the art would understand the declarations and the inventors' activities. 
The Panel considered our presentation to.go beyond: thevrecord 2 and to be a 
submission of new evidence. ; sin;. j?;;V;:? . * 

Rule 41.50(b)(1) says that when;ne,w .evidence, is subnnitteddn.a rehearing 
request, the Board will remand for initial consideration by the examiner. Wo suggested 
remand at pp. 8-9 of our firsf ^ The 
Panel considered what we ^pres&hWd to be new evidence*, but overlooked the directive 
of Rule 41.50(b)(1) to tenti^ht^HM { t^^&\\^y'^^Mlner. 

Remand is important, because x additiqnal evidence is considered before the 
Panel's decision becomes final, fpr purpose Circuit. Rule 

41 .50(b)(1). Remand of :this. .appeal, could be. combined, wjth the contemporaneously 
filed RCE, for compactness .of^ose.eutib.n^-i rrs&>~&m ru»Ki a . 

Applicants respectfully request remand, if the. Panel js not persuaded that the 
declarations are sum , cient;to ; remoye(JVIql^endrjck r .as.a &fywnffi»<kui -.. .-. 

..;.^,id ;-ct i.-b^l.cons'. |s:,:'i':n i-) <ht- exa/, )»::.. 

■:';r%&ihi i * r & 4 fef & r vti$$t$ib r:J "... ■ 

- To remind the Panel how farvjhe; colloquy op appeal has.Jdiy^rged. from the Examiner's 
position during prosecution rwe recall tKat the original Exarri|nefs .Answer Brief, at 3-4 
(Aug. 24, 2005) insisted on fili^ oaths 
submitted with patent 'applljriiELtjphb. ; Cp^^^?,' ^i/^1ei^.0ht^.^^^l.P^ r ! > $ Answer, at 1 
(Sept. 22, 2005) (explaiiiirfg supplement submission); the supplemental Examiner's 
Answer insisted that only the. 1 ©fficeMPetffl^ by fewer 
than all of the named inventors. Ig. .ftyjfel^ The .^ai^ine/^sunderstood 
"corroboration" as calling for 'fr^dependeht witnesses." /cf at 17. jh tho interest of 
compact prosecution, the= Examiner's 'penultimate,conclusion, at 19, was that Exhibit A 
"did not constitute an actual, reduction to practice",, ap ( pare ; nf!y s because it was not a 
program, and did not "constitute a constructive reduction to practice" because it was not 
a US patent application. This -'f&G&6ag@ , <Bfr^i'ifed iiri^th'e- Se^^torfi® ri- -Request for 
Rehearing, at 2 (middle of the page), , but : was not a rationale that the Panel could 
endorse or that the Panel adopted. ' ' v * ' * ' . 

- The decision, at 7, quotes the -cross reference fpiRule :41:52(a)(3) which leads to Rule 
41.50(b) and remand. Howeyer,.|he .^\^xi^f^p^^^^0^ke6. 

{00011250.DOCJ . . ,>Hage • 'V ■■■(,■ 
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■. / • . . *'.'.•(■ 
D. The Board Should have Considered the Level of Ordinary Skill in the Art 

The material that the Panel considered toibe ncw.eyidence was relevant to the 
level of ordinary skill in the artJ The importance of this' factor was re-emphasized by the 
Supreme Court and by the BPAI after we filed our request for rehearing. KSR v. 
Teleflex, 550 U.S., 127 S. Ct. 1727; 167 L Ed. 2d 705; 82 0.S.P.Q.2D (Apr. 30, 2007); 
Ex parte Jud, Appeal No. 2006-1061 , 2007 . Pat. App. LEXIS 9, (BPAI Jan. 30, 2007) 
(expanded panel, informational opinion). (ApplicantS:diligently, consulted with Mr. Craig 
Fineberg regarding how the neWolecisioTis^fouia- b£ taken' info' account while our first 
request for reconsideration was:pending;); ■'. \\ .},?. 7 . • 

There is no discussion by the Panet inlts original decision or On Request for 
Rehearing of the level of ordinary skiJUn^he^art; in ejther:t_he ; context of the declarations 
or reading the McKendrick refejencev.TjtebQijily •.discussfe»!!i.-ih. Aboriginal decision of the 
level of ordinary skill was that th:e-W3G;XM.UIanguiage description was widely known (at 
15-16), but that language description ,says ;nothjng abputinterfaces or interface 
specification data structures.. TheHevel; of; ordinary skill regaMng architectures for useful 
application of XML was not discussed by, the- PaneLl : .' • . f '„ « . 

Additional references .naye beertisub^ hereby 
incorporated by reference, ■!? •:-.<;..:: ,.*'! ^vi. 'h . 

The level of ordinary skill needs;;tp;be considered, because it affords a neutral 
standard for evaluating three ejpmpeting^ the 129-page patent 

application, the two paragraphs. of- de ( ejaration , testimony .cpr/Qb.p.rated by a passage of 
Exhibit A that the Panel has npLyet^iscussed, %w&tyi3&, VH?J^. ; .!n McKendrick. For 
instance, the discussion of s.kj|Hn4hf ^#und;[nx^x v p^ tA*#.£ B.1 at 4-5, implies 
that a subject to which AppUca!3ts)devat^<:1;29 pages.^ojf.explap.atio,n cannot be rendered 

obvious in 33 words. ,. ,-.*J^-[.i\'4®\:M i©.-s9 :^::r s ck^^i^s^ { 

The | eV ei of ordinary skill (js:.espec^ Panel does not 

understand why (p. 5) the.reg^sir^accgssj^^ reduced to 

practice, was within claim wording, .that calIs,tfor a data structure stored in memory 
accessible to at least one node.../,* , :k>s .: :\ . h J, 

. '3;o 1 vi:i:'£r.:V^<:.Hr .:g^ji fact -a. ■ . 

5 Additional references have been submit^ incorporated 
by reference. • <. ^><fcvyJt!-p>>' §i>';;^;w^^ <!V ;:; .K' •• 
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We suggest that further consideration be given to the level of ordinary skill by the 

Panel or on remand, consistent with the recent relevant decisions. Rule 41.52(a)(2). 

E. The 33 Words of McKertdrick's Popular Press Article have been 
Misunderstood 

The 33 words from McKendrick ; which the Examiner considered to render 
obvious claims that concluded a 1 29-pageapplication, are: - 

And, because most of these business applications involve manipulation 
and transfer of data-such as purchase orders, invoices, customer 
information and appointments XML will allow a rich array of business 
applications to be implemented. 

McKendrick, p. 2. This passage does not reveal anything about how much progress had 
been made by September 1998 toward, implementing systems using XML or what 
software architectures were being considered. The Panel's original Decision on Appeal, 
at 8, specifically states that "mere use of XML does not disclose input and output 
documents , per se." it follows that projected future of XML mentioned in McKindrick 
does not disclose a machine readable interface specification to a transaction process 
including both input and output documentSjieither. If the Panel considers Exhibit A 
merely to foretell future development vyqrk. it shqu Id apply the same degree of 
skepticism to McKendrick, which is much- briefer ! arid vaguer. 4n our first request for 
reconsideration, we presented a range of interpretations to McKendrick that would not 
read on the claims.- ,, v . ; vv, j ; ,- hi, j j; 

Without remand, the Paneh could, determine that McKendrick says too little 
expressly and implies nothing inherently .that wouLd render qbyious the claim: 

1. An interface for transactions among nodes in a, network including a 
plurality of nodes which execute processes involved in the transactions, 
the interface being stored in a computer readable'medlum, comprising: 

a machine readable specification 6 fan interface to transaction 
processes stored in memory accessible.by atjeast one node in the 
network, including interpretation, information providing a definition of 
an input document, and a definition ofanoutputtiocument, the 

definitions of the input md&utptfddeumjeots -cpmp^sing respective 



- In the contemporaneous RCE, we submit several documents that contradict the 
Panel's interpretation of McKindrick arid, ot where^Mieroso'ft was leading those of 
ordinary skill. . v'_ . : ,. . . • '-; ". . V.'.' V. ., v vv.'_. \ ' r . 
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descriptions of sets of storage units and logical structures for the sets of 
storage units. \ 

We respectfully request that the Panel reverse, its position regarding McKendrick. 

Alternatively, the Examiner would be directed to further consider McKendrick in view of 

the level of ordinary skill in the art, on remand, especially taking into account Ex parte 

Jud. 

III. CONCLUSION 

In view of the foregoing, Appellants ask that this honorable Board reconsider its 
decision and reverse the, .Examiner's rejections of the claims ^j^matiyely, remand 
for further examination and consideration of new evidence submitted with the first 
request for reconsideration; *>*«■ : « >">■'■* a i£?'ja; >'w:i.-.. 

Respectfully submitted, 

" re 
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